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(10) Response to Argument 

Appellants argue: 

1 . Nie et al. (US 2003/0148544) describe an analyte "tag" in Figure 5. 

2. Assuming Nie et al. describe an analyte "tag" in Figure 5, then the analyte "tag" in Figure 
5 does not refer to a green quantum dot in Figure 5, but rather, refers to the entity 
marked "F". 

3. Assuming Nie et al. describe an analyte "tag" in Figure 5, and assuming the analyte "tag" 
refers to the entity marked "F", then Examiner's assertion that the green quantum dots in 
Figure 5 anticipates the recited "second signal generating moiety" in claim 1(b), is an 
improper slight-of-hand. 

4. Nie et al. do not expressly anticipate claims 1, 2 and 7 because Nie et al. provide no 
express statement, instruction or disclosure inevitably yielding, or recognizing, their green 
quantum dot functioning as a separate signal generating moiety. 

5. Kauvar et al. (US 2001/0044116) have no need for the invention currently under appeal 
for determining concentrations, and the combination of Nie et al. in view of Kauvar et al. 
does not result in the claimed invention. 

Appellants' arguments have been carefully considered not persuasive. 
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With respect to 1), it is arguable whether Nie et al. or any part of paragraph [0069] describe an 
analyte "tag" in Figure 5. Arguably, paragraph [0069] does not describe an analyte "tag" in Figure 5 
because paragraph [0069] does not expressly reference Figure 5. 

With respect to 2) and given Appellants' assumption in 1), Nie et al. do not appear to impose any 
restrictions on the assignment of "tag" in Figure 5. Examiner has no objection with Appellants' 
assignment of "tag" to the entity marked "F". However, assignment of "tag" to one of the depicted 
quantum dots appears more consistent within the context of paragraph [0069] because paragraph [0069] 
describes using quantum dots as analyte "tags" (see e.g., seventh sentence, "a blue-emitting QD can be 
used for the analyte signal"; eighth sentence, "a red-emitting QD can then be used as the analyte signal"). 

With respect to 3) and given Appellants' assumptions in 1) and 2), Appellants' assignment of "tag" 
to the entity marked "F" essentially assigns "F" to the multicolor quantum dot tagged bead conjugate. Nie 
et al. do not appear to impose any restrictions on this assignment. The assignment appears consistent 
within the context of the "all quantum dot system" described in the fifth sentence of paragraph [0069] and 
would not be considered an unreasonable slight-of-hand. However, Examiner argues that assignment of 
"tag" to one of the already depicted quantum dots is more consistent within the context of paragraph 
[0069]. 

With respect to 4), Nie et al. expressly anticipate claims 1, 2 and 7 because Figure 5 appears to 
constitute an express statement, instruction and/or disclosure inevitably yielding: 

1 . four beads, each comprising one "/" quantum dot; 

2. three beads, each comprising one "X" quantum dot (the first, second and third beads); 



3. three beads, each comprising one T quantum dot (the first, second and fourth beads); 
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4. three beads, each comprising one "F" quantum dot (the second, third and fourth beads). 

According to the fluorescence "spectra" in Figure 5, each bead in each of the four combinations emits a 
signal of the same wavelength at the same intensity from all of the beads in their respective bead 
combination. Furthermore, Fig. 2a and paragraph [0069] establish direct relationships between signal 
versus [dots/bead], and signal versus [analyte]. Thus, at the very least, Nie et al. expressly describe 
beads having a subset of quantum dots in accordance with claim 1(b) wherein the quantum dot subset is 
a bead "counter" in accordance with claim 3. Examiner cannot contest Appellants' assertion that Nie et 
al. did not recognize, or accidentally described, what is disclosed in US 2003/0148544. 

With respect to 5) and assuming Examiner's paraphrasing of Appellants' argument is accurate, 
Appellants' argument is not persuasive because it does not appear to address the combination of Nie et 
al. (US 2003/0148544) in view of Kauvar et al. (US 2001/00441 16) and does not set forth any reason why 
the combination of Nie et al. in view of Kauvar et al. does not result in the claimed invention. 

For these additional reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

David J Vend 
Assistant Examiner 
Art Unit 1641 



/Long V Lei 

Supervisory Patent Examiner, Art Unit 1641 
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